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REMARKS 

This is a jfiill and timely response to the non-final 
by ihe U.S. Patent and Tradeniark Office on May 23, 2003 
the present application. Claims 1.3-19 and 28 are amendefd 
that support for the amendments can be found in the speci^catii 
through page 9, line 23, and with respect to Figures 
amendments and following remarks, reconsideration 
application and claims are respectfully requested. 



Office Action (Paper No. 3) mailed 
. Claims 1-28 remjain pending in 
Applicant respectfully submits 
on at least oh page 7, line 26 
2-8. In view of the foregoing 
and allowance of the present 



C, §112, Second iParagraph, as 



Rejections Under 35 U.S.C §112. Second Paragraph 

Claims 3-4 and 6-28 stand rejected under 35 U,Sj. 
allegedly being indefinite for failing to particularly point oit and distincUy claim the subject^ 
matter which applicant regards as the invention. Hie Office; Action lists several instances of 
insufficient antecedent basis. Applicant has amended claims 3-19 and 28 to provide proper 
antecedent basis. 

Reiegtioas Under 35 U.S,C §103 
Claims 1^19, 22 and 24-28 

Claims i-19, 22 and 24-28 stand rejected under 35 llT.S.C. §103(a) as allegedly bein^ 
unpatentable over U.S. Patent No. 4,862,390 to Weiner in view of U.S. Patent J<Jo, 5.805.164 
to Blum ^r a^. To establish a prima facie case of obvious ness, the prior art 'reference (or 
references when combined) must teach or suggest all the chdm limitations. The teaching or 
suggestion to make the claimed combination and the reason, ible expectation of success must 
both be found in the prior art and not based on applicant's d sclosure. In re Vaeck, 947 F.2d 
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soine 



Cir, 



combination 



488, 20 USPQ2d 1438 (Fed. Cir, 1991). For a claim to be 
§103, "[t]he PTO has the burden under section 103 to 
obviousness. It can satisfy this burden otily by showing 
art or that knowledge generally available to one of ordinal y 
individual to combine the relevant teachings of the refeienciss 
U.S.P.Q.2d 1596, 1598 CFed. Cir, 1988) (citations omitted) 
the prior art may be modified in the manner suggested by 
modificanon obvious unless the prior art suggested the des: 
re FntcK 972 F.2d 1260, 1266, 23 U.S.P.Q.2d 1780 (Fed 

For at least the reason that the proposed 
suggest at least Applicant's method of providing suggested 
-entty, comprising- "applying- a- set of rules to the numeric 
_.match from a .list of. possible. matches, the set of rules 
variables, the plurality of variables defining a plurality 
candidate match is selected,*' as recited in claim 1, Applic4nt 
proposed combination does not render Applicant's independent 

Similarly, for at least the reason that the proposed 
teach, or suggest at least Applicant's method of providin 
numeric data entry, comprising "applying a set of rules to 
at least one candidate match from a list of possible matches, 
plurality of variables, the plurality of variables defining a 
which the at least one candidate match is selected,'' as 



th; 



properly rejected under 35 U.S.C. 
establish a prima facie case of 
objective teaching in the prior 
skill in the art Would lead that 
rn re Fine, 837 R2d 1071, 5 
. Further, "Mhe mere fact that 
ihe Examiner does not make the 
rability of tlie modification." In 
1992). 

fails to disclose, teach, or 
completions for a numeric data 
entry to identify a candidate- 



data 



implementing a plurality, jof.. 
if search states from which a 
respectfully submits that the 
claim 1 obvious, 
combination fails; to disclose, 
; suggested completions for a 
numeric data entry to identify 
ihe set of rules implementing a 
plurality of search states from 
jecited in claim 10, Applicant 
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respectfully submits that the proposed combination does 

claim 10 obvious. 

Further, for at least the reason that the proposed 
or suggest at least Applicant's apparatus for providin 
entered numeric data entry by offering candidate matches, c 
identify a candidate match for said numerical data entry 
numbers accessed via the stored telephone number 
implementing^ a plurality of variables^ the plurality of 
search states from which the candidate match is selected'' 
respectfully submits that the proposed combinaiion does noi' 
claim 19 obvious. 

- - Claim 1 - - - 

_ For convenience of analysis, independent c 

entirety. 



njt render Applicant's independenc 

cojnbination fails to disclose, teach, 
auto-completions for a partially 
omprising "apply a set of rules to 
j'rom the list of stored telephone 
mci][iory interface, the set of rules 
Viiriables defining a plurality of 
as recited in claim 19, Applicant 
render Applicant's independjent 



data 



1. A method of providing suggested completio 
comprising the steps of: 

a) receiving a numeric data entry; 

b) applying a set of rules to the numeric 
match from a list of possible matches, the set of rules 
variaj}les, the plurality of variables defining a plurality c 
candidate match is selected] and 

c) receiving a response signal associated with 



(Applicants' independent claim 1 - emphasis added,) 



Applicants respectfully assen that the proposed combjination fails to disclose, teach, 
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entry to identify! a candidate 
implementing a plurality of 
f search states from which a 



the candidate matclh. 
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pencing claim 1 as shown above. 



from 



Specifically, the proposed combination fails to di 
Applicant's method of providing suggested completions for 
"applying a set of rules to the numeric data entry to identif> 
possible matches, the set of rules implementing a plurui 
variables defining a plurality of search states from which a 
Weiner appears to disclose an apparatus and methc 
pluraliry of entries and includes a search control processor 
list box to be displayed on a display. The list box disp 
plurality of entries. As letters are typed on a keyboard, the 
box. 'The"search control processor caus'es a first entry 
highlighted when the first letter(s) of the first entry match 
box and when the first entry is in alphabetical order before 
of entries whose first letter(s) match the letcerCs) displayed 
. Abstract. 

From this it is clear that Weiner relies merely on a 
entered in an edit box with a subset of entries irom a plurality 
a letter in the edit box, the search control processor merely 
33 which is in alphabetical order first among those entries 
match the letters wititn edit box 31." See Weiner^ col. 4, li 
merely match an entered letter with an entry from a list having 



disclose, 



11 



, teach, or suggest at least 
a numeric data entry, comprising 
a candidate match' from a list of 
of variables, the plurality of 
candidate match is selected:' 
1 for selecting entries within a 
which causes an edit box and a 
ays a subset of entries froxn a 
letters are displayed in the edit 



the plurality of fcntries to be 
the letters displayed in the'edif 
other entry from' the plurality 
in the edit box. See Weiner, 



any 



frona 



li :ies 



phabetical matching of letters 
of entries. When a user types 
hjighlights the entry from entries 
entries 33 whosd first lettei-s 
50-54. Weiner appears to 
a matching alphabetical entry. 
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tliat 



for 



Blum et ah appears to disclose a user interface 
displayed field label and an associated data entry field 
database properties. See Blum et aL, Abstract. 

la marked contrast to the proposed combination, 
method of providing suggested compleiions for a numerilc 
"applying a set of rules to the numeric data entcy ro identify 
possible matches, the set of rules implementing a plurality 
variables defining a plurality of search states from which 

Applicant respectfully submits that the proposed 
or suggest at least Applicant's feature of "applying a set 
identify a candidate match from a list of possible matches, 
plurality of variables, the plurality- of variables defining 
which a candidate match is selected" 

. Thus, the proposed combination fails to disclose. 
Applicant's independent claim 1. Consequently, Applicant 
allowable over the proposed combination and requests 
withdrawn. 

Because independent claim 1 is allowable dependent 
directly or indirectly jBrom allowable independent claim 1 
837 F.2d 1071 (Fed. Cir. 1988). Accordingly, Applicants 
rejection of claims 1-9 be withdrawn. 



:re 



ari 
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uses a variable or changeable 
displaying and entering stored 



the present invention discloses a 
data enrry, comprising at least 
a candidate match from a list of 
ity of variables^ the plurality of 
z candidate matches selected" 
combination fails to disclose, teach 
of Irules to the numeric daca entry to 
the set of rules irkplementing a 
^plurality of search states-from— 



t^ach, or suggest each element of 
spectfuUy submits that claim 1 is 
the rejection of claim I be 



tliat 



claims 2-9, which- depend either 
also allowable. See In re Fine, 
respectfully request that the 
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Claim 10 

For convenience of analysis, independent 



claim 10 is repeated below in its 



entirety. 

10. A method of providing suggested 
comprising the steps of: 

a) receiving a numeric data entry; 

b) ^plying a set of rules to the numeric 
candidate match from a list of possible matches, the set ofMes 
variables, the plurality of variables defining a plurality of 
least one candidate match is selected; and 

c) receiving a response signal associated 

match. 



completions for a numeric data entry. 



dlata entiy to identify at least one 
implementing, a plurality of 
search states from which the at 

with the at least one candidate 



(Applicants' independent claim 10 - emphasis added.} 

' Applicants respectfully assert'thar the proposed 
or suggest at least the emphasized elements of pendin 
Consequently, claim 10 is allowable. 



Specifically, the proposed combinaiion fails to disc 
Applicant's method of providing suggested completions for a 
'^applying a set of rules to the numeric data entry to identify 
from a list of possible matches, the set of rules implementing 
plurality of variables defining a plurality of search states 
candidate match is selected,'' 



comjbination fails to discloserteadhr 
g claim 10 as shown above. 



lose, teach, or suggest at least 
numeric data entry, comprising 
at least one candidate match 
a plurality of variables, the 
from which the at least one 
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listl 



As stated above, Weiner appears to disclose an 
entries within a plurality of entries and includes a search 
edit box and a list box to be displayed on a display. The 
from a plurality of entries. As letters are typed on a keybo4rd^ 
edit box. The search control processor causes a first entry 
highlighted when the first Ietter(s) of the first entry match 
box and when the jfirst entry is in alphabetical order before 
of entries whose firsr letter(s) match the letter(s) displayejd 
Abstract. 

From this it is clear that Weiner relies merely on 
entered in an edit box with a subset of entries from a 
- a letter in the edit box, the search control- processor-merely- 
33 which is in alphabetical order first among those entries 
match the letters within edit box 31/* See Weiner, coL 4, 
merely match an entered letter with an entry from a list havii 

As stated above, Blum et al, appears to disclose a 
or changeable displayed field label and an associated datr. 
entering stored database properties. See Blum et al, Absiracl 

In marked contrast to the proposed combination, 
method of providing suggested completions for a numeric 
"applying a set of rules to the numeric data entry to identify 
from a list of possible matches* the set of rules mplementi%g 



the 



14 



apjparatus and metho'd for selecting 
c[ontrol processor \vhich causes an 
box displays a subset of entries 
, the letters are displayed in the 
from the plurality of entries to be 
the letters displayed in the edit 
any other entry froiin the plurality 
in the edit box. See Weiner, 

alphabetical matching of letters 
plurality of entries. Whe.n a user types 
highlights the entry- froiaahen^ries— 



fi|om entries 33 who'se first letters, 
lines 50-54. Weiner appears to 
a matching alphabetical entry. 
u$er interface that uies a variable 
entry field for displaying and 



present invention discloses a 
data entry, comprising at least 
at least one candidate match 
a plurality of vmiables, the 
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plurality of varidbles defining a plurality of search 
candidate match is selected'^ 

Applicant respectfully submits that the proposed 
or suggest at least Applicant's feature of "applying a set 
identify at least one candidate match from a list of po 
implementing a plurality of variables^ the plurality of 
search states from which the at least one candidate match 

Thus, the proposed combination fails to disclose, 
Applicant's independent claim 10. Consequently, 
IS allowable over the proposed combination and requests 
withdcawn. 

Because -independent- claim -10- is allowable 

_either. directlyjor indirectly from, allow.able independent claiim 

re Fine, Supra^ Accordingly, Applicants respectfully requejst 

18 be withdrawn. 
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sta 'ies from which the at least one 



combination fails to disclose, teach 
of| rules to the numeric data entry to 
ssible matches, the set of rules 
\ariables defining a plurality of 

is selected'' 
tjeach, or suggest each element of 
Applicant respectfully submits that claim 10 
that the rejection of claim 10 be 



Claim 19 

For convenience of analysis, independent cjlaim 19 is repeated below in its 



entirety. 

19. An apparams for providing auto-compleuorls 
data entry by offering candidate matches, said candidaie 
telephone numbers accessible to the apparams, ihe apparatu 
a) a stored telephone number memory 



15 



dependent claims H-18, which-depend- 
10 are also allowable, . Siee-ln.^ 
that the rejection of claims 10- 



for a parcially entered numeric 
matches being selected from 
3 comprising: 

interface for accessing a list of 
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Stored telephone numbers; 

b) a memory device for containing a prograr i module; 

c) an input interface; and 

d) a processing unit coupled to the mem<j)ry 
number interface and the input interface, the processing uiiit 
instructions of the program module to: 

i) receive a numerical data entry from 

ii) apply a set of rules to identify a 
data entry from the list of stored telephone numbers 
number memory interface, the set of rules implem&ntin 
plurality of variables defining a plurality of search states f^o 
is selected. 



candidate 
accessed 



(Applicanrs' independent claim 19 - emphasis added.) 

. ^^^^^ that_the proposed com 

or suggest at least the emphasized elements of pendin 
Consequently, claim 19 is allowable. 



to 



Specifically, the proposed combination fails to disc! 
Applicant's apparatus for providing auto-completions for a 
entry by offering candidate matches, to "apply a set of rules 
said numerical data entry from the list of stored telephone 
telephone number memory interface, the set of rules 
the plurality of variables defining a pluraUty of search 
match is selected" 



device, the stored telephone 
being operative in response to 



the input interface; and 

match for said numerical 
via the stored telephone 
a plurality of variables^ the 
tn which the candidate match 



combination fails to discjoje^ teach, 



; claim 19 as shown above, 



ose, teach, or suggest at least 
partially entered numeric data 
idendfy a candidate match for 
ntimbers accessed via the stored 
implementing a plurality of variables, 
stipes from which the candidate 
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list 1 



As stated above, Weiner appears to disclose an 
entries within a plurality of entries and includes a search 
edit box and a list box to be displayed on a display. The 
from a plurality of entries. As letters are typed on a keybojjrd, 
edit box. The search control processor causes a first entry 
highlighted when the first letter(s) of the first entry matcf 
box and when the first entry is in alphabetical order before 
of entries whose first letter(s) match the letter(s) di$playe|d 
Abstract. 

From this it is clear that Weiner relies merely on 
entered in an edit box with a subset of entries from a plural: 
. a letter in the- edit box, the search control processor merely ■ 
33 which is in alphabetical order first among those entries 
match the letters within edit box 31." See Weiner, col 4, 
merely match an entered letter with an entry from a list 

As stated above, Blum et aL appears to disclose a 
or changeable displayed field label and an associated data 
entering stored database properties. See Blum et aL, Abstract 
In marked contrast to the proposed combination, the 
apparatus for providing auto-completions for a partially 
offering candidate matches, to **apply a set of rules to iden 
numerical data entry from the list of stored telephone 



: having 



aflparatus and method for selecting 
({ontrol processor which causes an 
box displays a subset of entries 
, the letters are displayed in the 
from the plurality of entries to be 
the letters displayed in the edit 
my other entry from the plurality 
in the edit box. See Weiner, 

alphabetical matching of letters 
ity of entries, Wlien. a user types 
higlilights the entry from-enfeies— 



fijom entries 33 whose first lettere 
lines 50-54. Weiner appears to 
a matching alphabetical entry, 
interface that uses a variable 
entry field for displaying and 



user 



present invention discloses an 
Entered numeric data entry by 
ify a candidate match for said 
nufnbers accessed via the stored 
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telephone number memory interface, the set of rules 
the plurality of variables defining a plurality of search 
match is selected'' 

Applicant respectfully submits that the proposed 
or suggest at least Applicant's program module to " 
candidate match for said numerical data entry from the 
accessed via the stored telephone number memory interface 
plurality ofvariabUs^ the plurality of variables defining 
which the candidate match is selected" 

Thus, the proposed combination fails to disclose. 
Applicant's independent claim 19, Consequently, Applicant 
is- allowable over the proposed combination and requests-" 
withdrawn. 

Because independent claim 19 is allowable dependent 
depend either directly or indirectly from allowable independent 
See In re Fine, Supra, Accordingly, Applicants respectful 
claims 19, 22 and 24^28 be withdrawn. 



No Motivation to Combine Weiner and Blum et al 



Applicants respectfully submit that there is no motilvation 
Blum et al, to arrive at the present invention. "Obviousness 
combining the teachings of the prior art to produce the c 



IS 



implementing a plurality of variables, 
states from which the candidate 

combination fails to disclose, teach 
'apj)ly a set of rules to identify a 
list of stored telephone numbers 
the set of rules implementing a 
plurality of search states from 

t^ach, or suggest each element of 
respectfully submits that claim 19 
the rejection -of claim -]r9^be-- 



nat 



claims 22 and 24-28, which 
claim 19 are also allowable, 
ly request that the rejection of 



to combine Weiner with 
cannot be established by 
aimed invention, absent some 
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teaching or suggestion supporting the combination 
references can be combined only if there is some 
Hospital Systems, Inc., v. Montefiore Hospital, 732 F.2d 15 
(Fed. Cir. 1984). Further, "[t]here must be some reason, 
the prior art vv^hereby a person of ordinary sldll in the field 
combination " In re, Oetiken 977 R2d 1443, 1447, 24 U,S,] 

Applicants respectfully submit that there is nothink 
would motivate one having ordinary skill in the art ro 
the dialing completion method and apparatus that 
implement a plurality of variables, the plurality of variables 
states from which the candidate match is selected, 
- - - -Further,- neither-- VFem^r or-5&m-^/^-a^- provide 
. success pf. combining, the ..references to provide a plurality 
variables defining a plurality of search states from )vhich 
Specifically, Applicant respectfully submits that the Office 
facie case of obviousness because rhe Office Action hai 
teachings in either Weiner or Blum et aL that would motivate 
ait to combine the references to arrive at Applicant's invention 

For at least the reasons stated above, the proposed 
ei aL fails to disclose, teach or suggest at least a plurality 
variables defining a plurality of search states from which 



l|nder section 103, teachings of 
suggestion or incentive to do so." ACS 
72, 1577; 221 U.SJ.Q. 929, 933 
sijiggestion, or motivation found in 
of the invention would make the 
Q.2d 1443 (Fed. Cir. 1992). 
in Weiner or Blum et aL that 
combine these references to arrive at 
mco^oraies a set of rules, which 
defining a plurality of search 



th? 



the 



Br reasonable- expectaaen-^^- 
of variables, the plurality^of 
candidate match is selected. 
Action fails to establish a prima 
not pointed out the specific 
one having ordinary skill in the 



cqmbination of Weiner and Blum 
of variables, the plurality of 
candidate match is selected, 
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oie 



Accordingly, Applicants respectfully submit that 
would not^ and could not, combine the proposed references; 
alphabetical recognition system, and tlie other of which discloses 
variable or changeable displayed field label and an associated 
and entering stored database properties, to arrive at Applicatit 



Clairos 20. 21 and 23 

Claims 20, 21 and 23 stand rejected under 35 U. 
unpatentable over U.S. Patent No. 4,862,390 to Weiner in 
to Blum et aL and ftuther in view of U,S. Patent No, 5,708,J 
Applicants respectfully submit that claims 20, 21 an| 
..reason-rhat-they depend directly-from allowable independent claim- 



having ordinary skill in the art 
, one of which discloses a simple 
a user interface that uses a 
data entry field for displaying 
s invention. 



S,C, § 103(a) as allegedly being 
vjew of U.S. Patent No. 5,805,164-^ 
04 to Goodwin €t aL 
23 are allowable for at least the 
19^ In re Fine^ supra- 
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CONCLUSION 

For at least the foregoing reasons, Applicant respectfully 
rejections be withdrawn and that all pending claims of this; 
If tlie Examiner has any comments regarding Applicant's 
this matter in a manner other than a notice of allowance 
Examiner telephone Applicant's undersigned attorney. 



requests that all outstanding 
application be allowed to issue, 
response or intends to dispose of 
, Applicant requests that the 



Respectfully submitted 

NEEDLE & ROSENBERG, P.C, 
Customer No. 23859 



By: 




Registration No 
(^78). 420-93.00 



41,344 



21 



PAGE 29/34 ' RCVD AT 12/512003 3:13:56 PM [Eastern Standard Time] * SVR:USPT0-EF)(RF-1/2 * DNIS:8729306 < CSID:40468898il0 ' DURATION (mm-ss):1 146 



